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DETAILED ACTION 

Notice to Applicant 

1 . The following is a non- final office action. In response to Examiner's communication of 
4/3/08, Applicant, on 7/22/08, amended claims 1, 3, and 6. Applicant also cancelled claims 4 and 
14. Claims 1-3,5-13 are pending in this application and have been rejected below. 
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Claim Rejections - 35 USC §101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions 
and requirements of this title. 

3. Claims 1-3, 5-13 are directed to non-statutory subject matter because they fail to meet 
the legal requirements of a 'process'. The first step in determining whether a claim recites patent 
eligible subject matter i s to determine whether the claim falls within one of the four statutory 
categories of invention recited in 35 U.S.C. § 101: a process, machine, manufacture and 
composition of matter. The latter three categories define "things" or "products," while a 
"process" consists of a series of steps or acts to be performed. For the purposes of § 101, federal 
case precedent has given a "process" a specialized, and limited meaning. Diamond v. Diehr, 450 
U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalkv. Benson, 409 
U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). A § 101 process must 
either (1) be tied to another statutory class (such as a particular apparatus) or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing. If neither 
of these requirements is met by the claim, the method is not a patent eligible process under § 
101. Here, for example, claim 1 merely identifies, analyzes, measures, and modifies data. These 
process steps are not tied to another statutory class, nor is there a transformation of the data 
pertinent to the claim. Although there is a nexus to a workbook within the claim, this workbook 
is ostensibly merely software-based and not some kind of physical structure. Thus, the methods 
of claim 1-3, 5-13 are not patent eligible processes under § 101. 
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Response to Amendment 

4. The objection to the specification, dated 4/3/08, is hereby removed in light of Applicant's 
amendments of 7/22/08. 

5. The objection to claim 3, dated 4/3/08, is hereby removed in light of Applicant's 
amendments of 7/22/08. 

6. The rejection of claim 14 under 35 U.S.C. 101, dated 4/3/08, is hereby removed in light 
of Applicant's amendments of 7/22/08. 
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Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

9. Claims 1-3, 5-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gjendem, B2E Business to Enterprise, Price WaterHouseCoopers, Jan. 22, 2001, pg. 1-38 in 
view of Kettinger and Teng, Aligning BPR to Strategy: a Framework for Analysis, Long Range 
Planning, Vol. 31, No. 1, 1998, pg. 93-107 [hereinafter Kettingerl] further in view of 
Hajmiragha, U.S. Pat. No. 6,289,460. 
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10. As per claim 1 , Gjendem teaches a method for assessing content management within an 
organization, comprising: identifying business critical information across processes and groups 
within the organization, wherein business critical information comprises information stored in 
the form of web content, electronic documents, paper documents and unrecorded information 
(pg. 8, listing different types of information such as sales/marketing, research and development, 
and accounting, being stored in a log archive; see also pg. 8, illustrating web content; pg. 29, 
illustrating paper files and electronic documents; unrecorded information such as Staff 
knowledge); identifying transactions between users within the organization which are associated 
with the business critical information (pg. 18, Information value chain, data: transaction records); 
identifying major value chain processes within the organization for managing the business 
critical information and their associated transactions (pg. 22, Design & Pilot, knowledge-enabled 
processes; pg. 23, Performance improvements, structuring information processes; pg. 27, 
Knowledge-Enabled processes; pg. 29, processes as part of the maturity profile; pg. 32, Site map, 
Processes); analyzing the role and flow of the business critical information and their associated 
transactions within the major value chain processes across organizational groups within the 
organization to develop a set of modifications to the major value chain processes for achieving 
an optimized flow (pg. 22, Design & Pilot, Organizational roles and incentives; pg. 25, D. 
Perform Content Analysis, Identify Key roles; Analyze Technical Infrastructure; pg. 22, 
Envision Knowledge Strategy, Develop high-level design of knowledge domains, flows and 
infrastructure, pg. 25, Inputs, Process knowledge mapping, Content/knowledge flows from 
Knowledge Map; Outputs, Current state of knowledge flow in the business, View of business 
process enhanced by knowledge flow; pg. 30, Knowledge Flow); measuring the flow of the 
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business critical information and their associated transactions through the major value chain 
processes across the organizational groups within the organization to determine a baseline flow 
for the business critical information (id., Outputs, Baseline to measure progress); and modifying 
the major value chain processes in accordance with the set of developed modifications and 
measuring the flow of the business critical information and their associated transactions through 
the modified major value chain processes (pg. 25, E. Deploy Pilot, Knowledge-enabled process 
implementation, Measure Impact). Gjenden teaches (1) the positive evolution of an organization 
via effective knowledge management as well as a bullet point indicating best practice (Gjenden, 
pg. 22), and (2) a diagnostic tool showing where the company current maturity level, their target 
goal of where they want 'to be', and a best practices level (pg. 28, 29), but does not explicitly 
teach modification occurring until the optimal flow has been achieved. Kettingerl teaches this in 
the analogous art of business process improvement and reengineering (Kettingerl, pg. 97, "It 
may be necessary to continually fine tune certain aspects of the new process until acceptable 
performance gains are achieved.")- It would have been obvious to one having ordinary skill in 
the art at the time of the invention to modify Gjenden to include the teaching of Kettingerl 
because an optimal flow yields optimal productivity which increases a company's profits. 

Gjenden in view of Kettingerl does not explicitly disclose the identification of digital 
media. However, Official Notice is taken that the identification and use of digital media was old 
and well known in the art at the time of the invention. It would have been obvious to one having 
ordinary skill in the art at the time of the invention to modify Gjenden in view of Kettingerl to 
include the teaching of Official Notice because putting media in digital form frees up storage and 
server resources, lowers costs, and enhances data transmission rates. 
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Gjenden also teaches the means for executing the method steps of claim 1 (Gjenden, pg. 
9, discussing the portal's collecting capabilities; pg. 12, discussing the portal's integration 
capabilities; pg. 13, discussing the portal as the primary vehicle by which people do their work; 
pg. 23, System integration; pg. 27, Technology, Leverage tools; pg. 29, Diagnostic tool). 

Finally, Gjenden in view of Kettingerl does not explicitly teach using a customizable and 
collection-enabled workbook with an ordered set of templates specifically designed for gathering 
and performing the identification steps of claim 1. Hajmiragha, in the analogous art of document 
management systems, teaches this (col. 5, lines 21-38, discussing customized sets of community, 
company, and user level templates; Fig. 2, rcf. 1 04, correspondence manager). 

It would have been obvious to one of ordinary skill in the art to modify Gjenden in view 
of Kettingerl to include the teaching of Hajmiragha because the claimed invention is merely a 
combination of old elements, and in the combination each element merely would have performed 
the same function as it did separately, and one of ordinary skill in the art would have recognized 
that the results of the combination were predictable. 

11. As per claim 2, Gjenden teaches recording the identified unrecorded information (pg. 20, 
Generate Knowledge, Capture arrow). 

12. As per claim 3, Gjenden teaches wherein the step of analyzing the role and flow of the 
business critical information and their associated transactions includes pinpointing problems in 
which business critical information, knowledge and processes combine to affect key business 
performance indicators (pg. 29, Maturity profile, showing combined performance gap view from 
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as-is to best practice applied to different information sources; pg. 27, the information and 
knowledge environment showing the existent synergy between people, content, processes, and 
technology; pg. 31, "How did you solve that problem"; "Effective knowledge programs identify 
and leverage know-how embedded in work with a focus on how it will be applied"; "Drives 
performance support and process innovation"). 

13. As per claim 5, Gjenden teaches wherein the step of analyzing the role and flow of the 
business critical information and their associated transactions includes developing a set of 
metrics for measuring the flow of the business critical information and their associated 
transactions through the major value chain processes across the organizational groups within the 
organization (Gjenden, pg. 24, KM measurements, KM benchmarking survey, pg. 25, E. Deploy 
Pilot, "measure impact"; Outputs, "baseline to measure progress"; see also pg. 28-29, Maturity 
Profile, showing proposed progress of organization based on performance level metrics). 

14. As per claim 6, Gjenden teaches defining a business service within the organization 
which uses business critical information in a defined way (Gjenden, pg. 22, 1. Envision 
Knowledge Strategy, Determine priorities and develop B2E strategy, Develop high-level design 
of knowledge domains, flows and infrastructure, Develop implementation roadmap, info 
structure; Design & Pilot, Develop detailed design), wherein each workbook may be further 
defined for each business service {see discussion supra H 10). 
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15. As per claim 7, Gjenden does not explicitly teach wherein defining the business service 
step comprises defining an executive assessment for identifying areas within the organization 
where solving document, content and knowledge issues could provide major benefits. Kettingerl 
teaches this (Kettingerl, pg. 97, Securing management commitment). It would have been 
obvious to one having ordinary skill in the art at the time of the invention to modify Gjenden to 
include the teaching of Kettingerl because an organization is more productive and efficient when 
all its members, especially its senior management who make the most important decisions, are 
cognizant of areas in which an organization can improve and the proposed methods for 
improvement. 

16. As per claim 8, Gjenden teaches wherein the defining the business service step comprises 
defining a content strategy for identifying and managing content-related initiatives across the 
organization (see discussion supra Tf 14). 

17. As per claim 9, Gjenden teaches wherein the defining the business service step comprises 
defining a knowledge and work practice assessment for identifying critical and competitive 
factors within the organization (id.; see also pg. 19, defining different types of knowledge and 
assessing their extractable nature within an overall organization). 

18. As per claim 10, Gjenden does not explicitly teach wherein the defining the business 
service step comprises defining a business case for developing a cost-benefit justification of a 
proposed content improvement initiative. Kettingerl teaches this (Kettingerl, pg. 97, Phase 7: 
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Continuous Improvement, Tasks, Assess Cost/Benefit/Risks). It would have been obvious to one 
having ordinary skill in the art to modify Gjenden to include the teaching of Kettingerl because 
cost/benefit analyses give organizations critical insight, enabling them to avoid making poor 
decisions such as embarking on an initiative that will likely result in a loss rather than a profit. 

19. As per claim 11, Gjenden does not explicitly teach wherein the defining the business 
service step comprises defining a requirements analysis and specification for process innovation 
for the organization. Kettingerl teaches this (pg. 96, Organize re-generation team, determine re- 
generation team skill requirements, Set Performance goals of a "rc-designcd" process, 
"Determine External Process Customer Requirements", Uncover Pathologies, "Detail Internal 
Customers Process Requirements"; Design IT Architecture, Information Systems Requirements 
Analysis and Design; Construct Information Systems, Prepare IT Specification; pg. 104, 
Prototyping the Holistic Process; pg. 104, Developing and Deploying IT, "Detailed analysis 
specifications are developed"). It would have been obvious to one having ordinary skill in the art 
at the time of the invention to modify Gjenden to include the teaching of Kettingerl because 
requirements analysis and specification makes an organization better prepared and more 
knowledge, and therefore better able to anticipate and comprehend what will be necessary to 
effect positive organizational change. 

20. Claim 12 recites limitations that stand rejected via the art citations and rationale applied 
to claim 1 1 as discussed above. 
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21 . As per claim 13, Gjendon teaches wherein the defining the business service step 
comprises defining two or more of the following for the business: a content strategy, a 
knowledge and work practice assessment, a business case, a requirements analysis and 
specification for process innovation and a requirements analysis and specification for solution 
development (Gjenden, pg. 22, 1. Envision Knowledge Strategy, Determine priorities and 
develop B2E strategy, Develop high-level design of knowledge domains, flows and 
infrastructure, Develop implementation roadmap, info structure; Design & Pilot, Develop 
detailed design; pg. 19, defining different types of knowledge and assessing their extractable 
nature within an overall organization). 
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Response to Arguments 

22. Applicant's arguments with respect to claims 1-3, 5-13 have been considered but are 
moot in view of the new ground(s) of rejection. 



23. Regarding claim 1, Applicant has failed to rebut Examiner's Official Notice that 

identification and use of digital media were old and well known in the art at the time of the 

invention. Examiner notes the following discussion of Official Notice taken from the MPEP: 

To adequately traverse such a finding, an applicant must specifically 
point out the supposed errors in the examiner's action, which would 
include stating why the noticed fact is not considered to be common 
knowledge or well-known in the art. See 37 CFR 1.111(b). See also 
Chevenard, 139 F.2d at 713, 60 USPQ at 241 ("[I]n the absence of any 
demand by appellant for the examiner to produce authority for his 
statement, we will not consider this contention."). A general allegation 
that the claims define a patentable invention without any reference to the 
examiner's assertion of official notice would be inadequate. If applicant 
adequately traverses the examiner's assertion of official notice, the 
examiner must provide documentary evidence in the next Office action if 
the rejection is to be maintained. See 37 CFR 1.104(c)(2). See also 
Zurko, 258 F.3d at 1386, 59 USPQ2d at 1697 ("[T]he Board [or 
examiner] must point to some concrete evidence in the record in support 
of these findings" to satisfy the substantial evidence test). If the examiner 
is relying on personal knowledge to support the finding of what is known 
in the art, the examiner must provide an affidavit or declaration setting 
forth specific factual statements and explanation to support the finding. 
See 37 CFR 1.104(d)(2). If applicant does not traverse the examiner's 
assertion of official notice or applicant's traverse is not adequate, the 
examiner should clearly indicate in the next Office action that the 
common knowledge or well-known in the art statement is taken to be 
admitted prior art because applicant either failed to traverse the 
examiner's assertion of official notice or that the traverse was 
inadequate. If the traverse was inadequate, the examiner should include 
an explanation as to why it was inadequate. (MPEP § 2144.03(C)) 



Applicant has not "specifically point[ed] out the supposed errors in the examiner's action, 



which would include stating why the noticed fact is not considered to be common knowledge or 
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well-known in the art." For this reason, identification and use of digital media are taken to be 
admitted prior art. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JUSTIN M. PATS whose telephone number is (571)270-1363. 
The examiner can normally be reached on Monday through Friday, 8:00am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell can be reached on 571-272-6737. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Justin M Pats/ 
Examiner, Art Unit 3623 



/Andre Boyce/ 

Primary Examiner, Art Unit 3623 



